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Facsimile No.: (571 ) 273-8300 
Transmitted By: brenda Wiseman 



• Date: May 12, 2008 
= To: USPTO 

.From: Gary P. Oakeson 

Our Docket No.: 20031 5570-1 

■•■ for; pigmented INK-JET INKS WITH IMPROVED PRINT QUALITY AND 
; RELIABILITY 
Subject: APPEAL BRIEF UNDER 37 C.F;R.§ 41.37 



Commissioner For Patents 
PO Box 1450 

Atexandria, VA 2231 3-1450 
bear Sir/Madam: 

AUached please lind an Appeal Brief under 37 C.F.R. § 41 .37 for Docket No. 
20031 5570-1 , Applicalior^ No. 1 0/807,025. 

Thank you. We await your confirmation of receipt. 

Respectfully submitted, 




Gary P. pakeson 

THORPE NORTH & WESTERN. LLP 
Customer No. 20,551 
Reg. No. 44266 



. riio pM^s that follow may conlnin sensilive. privileged or confidential Information Intended solely for ihc addresseQ 
niimed above. If you recelvo this mesaags and nre not the agonl or employee of the addressee, and have therefore 
Uenr, sent or roceivod this communicallon in error, you are asked not to disseminate or copy any of the attached and 
■ .. • «re lo notify the sender immedialoly t>y tfelephono. Please also return the original message to the sender by mad. 
'., ■. Thank you. 

www.tnw.com 

m Siiulli 700 Ul ' Silu 200 • m mm-m • mmm • f. mmm • paOaaKSmwcsm Ui. )tim AiUresK PO. Bw 1219 • Sandy, m 840!)M2t9 

Ihc fcaifi Apiiiiifliii In PrcirtCf (Vjlormancc ■ 
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MAY-12-08 HON 12:42 PM 



FAX NO. 



CENTRAL FAX CENTER 

MAy 1 2 2008 



PATENT APPLICATION 
ATTORMEY DOCKET NO. 200315 570-1 



HfmErr-PACKARD COMPANY 
fnlolloctuai Proporty AdrnlnifiUalton 
P.O. Qux 2724Q0 

Foit Conins, Colorado B0t>27.240D 

IN THE 

. \ ' UNITED STATES PATENT AND TRADEMARK OFFICE 

Confirmation No.: 2239 



lnventor(s): Zia Ur RehYYian 
At>pncatlQn No.:10/807»02G 
Fitind Date: 03/22/2004 



Examiner: Edward J. Cain 
Group Art Unit: 1796 



two: Pigmontod Ink-Jel Inks With Improved Print Quality and Reliability 



Mail Stop Appeal Brfef-Patont«t 
Commissioner For Palenis 
POBo»14fiO 

Alexandria, VA 22513-1450 

tpansmittal of appe al aRLEE 

H'ronsmilied herewilh is the Appeal Brief in this application with respect to Itie Notice of Appeal fifed on May 2, 2006 . 

The fee for filing this Appeal Brief Is (37 CP R M7(c)) $500.00. 

(complete (a) or (b) as applicable) 

'Tl\e proceedings herein are for a patonl r^pplicption and the provisions of 37 CFR ri36{a) apply. 

[>cJ(EJ) Applicant poiitions for an extension of time under 37 CFR 1.136 (fees: 37 CFR 1.17(a)-(d)) for the total number of 
months checked below: 



1s( Wonlh 



□ 



2rui Month 



p-j 3rd Month 
LJ $1020 



r-n 4ihMonm 
LJ $1590 



□ The extension fee has already been filed in this application. 

ri (b) Applicant believes that no extension of time is required. However, this condKional petition is being mado to provide for 
■ Ihe possibiljly.thal applicant has inadvertentty overfooked the need for a pelUion and fee for extension or Ume. 

Ploaso c^orge to Deposit Account 08-2025 the sum of $ 62 0 . At any time during the pendency of this application, 
pUgaso charge any feos required or credit any over payment to" Deposit Account 05-2025 pursuant to 37 CFR 1.25. 
Additionally please charge any fees to Deposit Account 03-2025 under 37 CFR 1.16 through 1.21 inclusive, and any other 
$ectiohs In Titlii 37 of the Code of Fodcrol Regulations that may regulate fees. 



[x) A (tuplicate copy ofthia transmittal leltQr is enclosed. 

f"'J I liorcby certify Ihnt If'iiti correspondence b belOQ 
dapDsilud w)Ui Iho Unilea Stated Poslal Service: as first 
dass |i-inil in an envelc^O^ addressed to: 
• Coirimls^iloncr for Patants. AleacanUria. VA 223*13-1450 



Palo of Deposit: 



OR 



[x] I hcroby certify this pnpcr is being transnMltcd lo 
IhB Palenl and Trademark Offics fucslmile number 
(271)273-0300. 

DMe of fsCsitpiSft: 05/1?/?008 

Typed Namu: ^ Btendj Wlsorrtan , 

Signature: „ ^^U ^l^.tnOA ^ 




R^fipacifully submlttett, 
21a Ur_F 

By.. 

Gorj?^. Oak^on 

A!lorr>Qy/Agcnt forApplicartl(s) 

Reg No. : 44266 
Data : ' 05/12/2008 

Telophonc : (601) 566-6633 
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FAX NO. 



P. 03 



APPRAl-RRlEI? 
DockelKo. 200315570-1 



• INLTIIR I INlT m S'l ATHS PATK?JT AND TR AORMARK OFFICE 



MAn 22(08 



APPHLLANT: 
SF.RIAL NO.: 
FILING OATH 
CONF. "NO.: 
FOR: 



ART UNIT: 
I'XAMINER; 
D0CKE1' NO. 



Zia Ur.Rcbman 
10/807,025 
3/22/2004 
2239 

riGMFN I KD INfC-JHT INKS 
WITI I IMPROVED PRINT 
QIJAMTY AND 
RF.1.E ABILITY 

1796 

Edward J. Cain 
200315570-1 



CERTIFICATE OF 
DEPOSIT UNDER 37 C.F.R. 
§ 1.8 

I hcri-by tcrlify ihal lliis 
covrosponclence is being iraiismittcd 
via facsimile to the US1» TO or being 
deposited wilh ihe United States 
Pasral Service with sufficient postage 
as first class posUigc in au envelope 
addressed to Commissioner for 
Faienis. P.O. lifix 1450, Alexandria. 
VA 223 ! 3-1450 on ihc date indicated 
below. 



Dale of Deposit 



IJrcnda \Vi5cm;m 



iL!?BXii2£.'-:y. ^T^^'J- A l. HRlF.l- UNDER 37 C. F.R. S 41.3.7 



C'onimissiottcr for Patents 
.P.O. Box 1450 
Akxanclria, VA 2231 3-1450 
Mail Stop Appeal Brief - Pnlcnls 



Sir: 



Apjwllanls submit this Appeal Brief in connection wilh their appeal from the 
Jliial rejei-lioii of the Patent Office, mailed January 1 5, 2008, in the above-identillcd 
' appHciMion. A Notice of Appual was filed on May 2, 2008, which was received by 
the Boiinl of Appeals on May 2, 2008. 
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P. 04 



AVi'KAf.BRfJ'F 
DockQlNo. 200315570-1 



. 2 



TAULK OF CON T HNTS 



RECEIVED 
CENTRAL FAX CENTER 

MAn 2 20Q8 



TAUJ.!-: OF CONTI-KI S 

I. RHACPARlYlNJN'mKIiST 

II. Rl'LATBD APPliALS ANI> INTERFF.RKNCES 

III. STATUS OK CLAIMS 

IV. STATUS OF AMKNllMBNTS 

V. vSUMMARY OF Ct.AIiVjFD SUBJHCT MATJ BR 

VI. GROUNDS OP RKJKCrriON 10 BE RFiVIHWED ON APPEAL 

VII. ARGUMENT 

A. Am-.lhAUTS' INVUNTiON 
R. '11 IK ASSERTl vl J RkPRRENCES 

i: The- IVan^,' Rc/areticc. and the Helnumi Reference 

2. The i'unizok Reference 

3. ' fhcZbu Reference 

4. The Suzuki Referviice 

C, IIEJI-CIIONS (JNDF.R 35 Ij.S.C. § 102(H) 

y. Rcijuiremeiffsfor Primf Fade Anticipation 
2. Ri-ji-ctions (oClajnts 2]'26am1.2H-29 

D. RnJKCl lONS UNfiER 35 IT.S.C. § 103(a) 

1. . Rc'ifuii riiicfiisfor Prima Facie obviousness 

2. The Rejection of Claims 1-6, 8-9, and J 1-19 

3. The Rcjcvtlpn of Claims 21-26 ami 2H-29 
li. CON0I.U.S[ON 

V»L CLAIMS APPENDIX 

IX. EVIDliNCE APPliNlMX 

X. RELAJ KO PROCliItlMNCnS APlHiNDIX 



4 
5 

6 

7 

10 

12 

12 
12 
12 
12 
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13 
14 
14 
15 
19 
19 
21 
26 
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33 

34 
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Ar>l-J!ALRRli-:i-- . "^«WCEN7ER 

•w^" docUhN"- 20031 3?7o-i ^ MAY 1 2 2008 

" • , • . . i_RMA.i.'PMmNm:c]iiiiis:i: 

''^aI pavly in interest is Hewlett-Packard Development Company, LP, a 
■.]'.:- limited partiicrship esuiblished under the laws of the State of Texas and having a 

^ ■ principal pUcc of business at 20555 S.H, 249 Houston, TX 77O70, U.S.A. 

(hereinafter "IIPDC"). HPDC is a Texas limited partnership and is a wholly-owned 
afilliato of Jlewlett-Packavd Company, a Delaware Corporation, headquartered in 
-•; " ; Palo Alio, C:A. The general or managing partner of IIPOC is UPQ Ifoldings, LLC. 
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f1AY-12-08 HON 12 = 42 PM FAX NO. P. 06 

•" • • . Docket No. 200315570-1 

' ".■ ' 4 

•■. '= H., , «.IU^™-A1'I'EAI.S AND INT HRFBRH IMCBS 

: , AppellaiilsniulAppellfiins'ltstialrciircsenlalivus know ofno other appeals or 

nUcrlfciciwcs lhal Will iliiectly affet or be directly attc^^ 

the Board'ii decision in llie psndinn appeal. 
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APPE-ALBRIEF 
•' • • Docket No. 200315570-1 

5 

■' ■.; , m. STATUS O F CI -AIM S 

. ■ (;)aims 1 -6, 8-9. 11-19, 21-26, nnd 28-29 remain pending and have been rejected. 

; Claims 7, 1 0, 20, 27, and 30 hnvo been canceled. The claims on appeal in tliis 
application arc claiias 1 -6, 8-9, 11 -1 9, 2 ) -26. and 28-29. 
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HAY-12-08 HON 12:42 PM FAX NO. 

• • APPF All BRlFiF 

Docket No. 200315570-1; 

6 

I V. S'i'A IDS 01- AtMnNDMIiNTS 
. . i An iniciKlineut lo claims 1,11. and 21 was siibmitled by Appcllanls on March 

14, 2008 after llic Final Office Action mailed on .January 1 5, 2008. The amendment 
was L-ntcroil by Ibc j vxaminv^r. 
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;.' ' . : • APPI'Al.BKIHF 
:' . . ; Docket No, 200315570-1 

1 . A system foi printing images on a substrate, comprising (page 3, Hncs 6-7; 

'. . ' * * 

' • ; pag^6, lino.^ 12-13): 

: • a) fill ink-jot ink including (page 3, lines 7-8; page 6, line 13): 

i) a liquid vehicle including water, and from 5 vtt% to 35 wl% 

totnl organic solvent content (page 3, lines lO-ll; page 6, lines 
! 16-1 7), wherein the organic solvent content includes at least 

[ ' three of 1,5-peiitancdiol, eihoxylaled glycerol, 2-pyrrolidinonc, 

. I* 

and 2-methyl-l,3-propanediol (page 16, lines 7-9; page 1 8, 
. ' • Table 1); 

' : . ii) from O.l wt% to 6 wt% ofacid-functionalized pigment solids 

' ; • • (page 3, lines 8-0; page 6, lines 14-15); 

ill) from 0.001 wfM» to 6 wt% of styiene-malcic anhydride 

■ ■ ! 

' ' i copolymer (page 3, linos 9-10; page 6, lines 15-16), said 

; • • • styrene-malcic anhydride copolymer having a weight average 

molecular weight from about 400 Mw to 1 5,000 Mw (page 3, 
i . . lines 1 1-13; page 6, Iinesl7-19). 

; ^ b) a printhend loaded with the ink-jet ink (page 3. line 7; page 6, lines 1 3-14) 

! and conHgurcd for jetting the ink-jet ink at a firing frequency from 12 kHz to 25 kH/- 

(j^agc 7, lines 27-29), and wherein the frequency response range for the ink-jel ink is 
such tliat tlic ink-jet ink is jcitable at from 3 kTlz to 25 kHz (page 7, line 30 - page 8, 
, / ' ' ' linei). 

1 1 . A method of rapidly priming an ink-jet image (page 3, line 1 4; page 6» line 

' « ' 

• : !" . ■ . 20), coinprisiny ink -jetting ait itik-jet ink onto a media substrate at a firing frequency 

:PA6E m r RCVD AT 5/1212008 3:46:23 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-5/19 ' DNIS:2738300 * CSID: * DURATION {nim-$s):01-56 
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APPliALHKIHF 

• ■■ Docket No. 200315370-1 

•• . ■ 8 

' ' 'i , from 12 kHz to 25 ki \z (page 3, lines 15-16; page C\ lines 21-22), said ink-jet ink 

comprising (page 3, line 16; pago 0, line 22): 
" ' []\ a) a liquid vehicle includine water, and lirom 5 wl% lo 35 wl5/o total 

organic solvent content (page 3, lines; 1 8-19; page 6, linos 24-25), 
wliorcin the organic solvent content includes at least three of 1 ,5- 
' . . , pcntnnediol, cthyoxylated glycerol, 2-;pyrrolidinone, and 2-incthy 1-1,3- 

* ' " . propniiedjol (page 16, lines 7-9; page 1 8, Tabic 1); 

b) from 0.01 wl% to 6 wt*yi>ofacid-furictionalized pigment solids (page 3, 

' ' lines 16-17; page 6, lines 22-23); 

■ ' *■ c) from 0.00 1 wt% it> 6 wt% of styrenc-maleic anhydride copolymer 

' ; (page 3, lines 1 7-1 S; page 6, lines 23-24), said styrene-maleic 

' ! ' '1 . anhydridccopolyrncr having a weight average molecular weight from 

, al;)Cmt400Mwlo 15,000 Mw(page3,Iincs 19-21;page6,lmcs25- 

' .' ' wherein the frequency responi;o range for the ink-jet ink is such that the ink-jet ink is 

jetlablcatfrofn3kllzto25kFr7/(page7Jinc30-pagc8,linel), 

; : 21. An ink-jet ink composition, comprising (page 3, line 22; page 6, line 28): 

p) ii liquid vehicle having fi'om 5 wt% to 35 wl% of total orgimic solvent 
content (page 3. lines 24-26; page 6, line 31 - page 7, line 1), wherein 
. * • the organic solvent content includes at least three of 1,2-penlancdiol, 

, ' ? J. ' eihoxyialed glycerol, 2-pyn:olidinone, and 2-methyl-l,3-pt"Opanediol 

f - ^ ■ (pa^^c 16, lines 7-9; page IS, Table 1); 

r ^ * b) frort) 0. 1 wt% to 6 wt% of acid-functionalizcd pigment solids (page 3, 

■ ■• .' : lino 23; page 6, lino 29); 

PAK 10/1 1* RCVD AT S/12/2008 3:46:23 PM [Eastern Daylight rune] ' SVR:USPW 



MAY- 12-08 MON 12:43 PM FAX NO. 

. • ■ ■ • APl'ltALBRIIiF 

i' • Docket No. 200315570-1 

c) fcom 0.00 1 wt% lo 6 wl% of stjTerie-malcic anhydride copolymer 
; ^ y • (pagi^ 3, lincti 23-24; ppge 6, lines 29-30), said slyiene-maleic 

= ; < . • . anhydride copolyiTicr having a weight average molecular wciglU from 

V • . • . abvout 400 Mw to 1 5,000 Mw (page 3, lines 26-27; page 7, lines 1 -2); 

. \ ' ' \vhc:rcin the ink-jcL ink composition in ruliably jcttabic at all firing frequencies ranging 
/ • \ ' ' from 3 kHz to 25 kT Ix (page 7. line 30 - page 8. line 1 ), 



! . 
I • 
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